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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1 -6 are provisionally rejected under the judicially created doctrine of 

obviousness-type double patenting as being unpatentable over claims 1-6,8-24 of 

1 f ' J 

copending Application No. 10/393,346. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the difference between claim 1 
of the instant application and claim 1 of application ('346) lies in the fact that claim 1 of 
the ('346) application more elements and is thus more specific (e.g. claim 1 of 
application ('346) recites the following additional elements: "electrically powered means 
adapted to move said ambient air"; separately recited first second and third conduits; 
sensor means and means operatively associated with said sensor means adapted to 
generate a signal that is adapted to advise a user whether said gas emerging from said 
filter system has insufficient oxygen to be safely breathable; and means to, in response 
to said signal, open and/or close said at least one valve). Thus the invention of claim 1 
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of the ('346) application is in effect a "species" of the "generic" invention of claim 1 of the 
instant invention. It has been held that the generic invention is "anticipated" by the 
"species". See In re Goodman, 29USPQ2d 20 s 10 (Fed. Cir. 1993). Since claim 1 of the 
instant application is anticipated by claim 1 of application ('346), it is not patentably 
distinct from claim 1 of application ('346). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

3. Claims 1 -6 are provisionally rejected under the judicially created doctrine of 

obviousness-type double patenting as being unpatentable over claims 1 ,3-19 of 

copending Application No. 10/933,555. Although the conflicting claims are not identical, 

they are not patentably distinct from each other because the difference between claim 1 

of the instant application and claim 1 of application ('555) lies in the fact that claim 1 of 

i ■ 
the ('555) application more elements and is thus more specific (e.g. claim 1 of 

application ('555) recites the following additional elements: a sensor adapted to 

determine whether air emerging from said filter system is safely breathable and a signal 

generator operatively associated with said sensor, adapted to generate a signal 

indicative of whether said air emerging from said filter system is safely breathable; and 

a controller to open and/or close said valve in response to said signal). Thus the 

invention of claim 1 of the ('555) application is in effect a "species" of the "generic" 

invention of claim 1 of the instant invention. It has been held that the generic invention is 

"anticipated" by the "species". See In re Goodman, 29USPQ2d 2010 (Fed. Cir. 1993). 
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Since claim 1 of the instant application is anticipated by claim 1 of application ('555), it is 
not patentably distinct from claim 1 of application ('555). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



4. Claims 1-6 are provisionally rejected un^der the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-4,6-16 of 



copending Application No. 10/675,135. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the difference between claim 1 
of the instant application and claim 1 of application ('135) lies in the fact that claim 1 of 
the ('135) application more elements and is thus more specific (e.g. claim 1 of 
application ('135) recites the following additional elements: a switch associated with the 
means to move and coupled to the valve assembly adapted to control energization of 
the moving means in conjunction with operation of the valve assembly). Thus the 
invention of claim 1 of the ('135) application is in effect a "species" of the "generic" 
invention of claim 1 of the instant invention. It has been held that the generic invention is 
"anticipated" by the "species". See In re Goodman, 29USPQ2d 2010 (Fed. Cir. 1993). 
Since claim 1 of the instant application is anticipated by claim 1 of application ('135), it is 
not patentably distinct from claim 1 of application ('135). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 
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5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1 ,3-5 are rejected under 35 U.S.C: 103(a) as being unpatentable over 
Bartels & Riger (DE 351 2644A1 ) in view of Hubner ('51 8). 

As to claim 1 , Bartels & Riger discloses a breathing apparatus comprising: a tank 
(11) adapted to contain air under pressure operatively associated with regulator means 
(15) to enable delivery of said pressurized air to a user of said apparatus; a 
filter/canister system (21) adapted to enable ambient air to pass through a filter medium 
having a mesh that is sufficient to trap solid particles in ambient air and/or to enable 
ambient air in need of cleaning to have a residence time in contact with media that is 
sufficient to decontaminate contaminating vapors and gases from said ambient air to 
form clean air; valve assembly means (19,191) operatively associated with said filter 
system and said tank that is adapted to control the flow of cleaned air from said filter 
system and fresh air from said pressure tank, such that a user can determine whether to 
breath cleaned air or pressurized air; and conduit means (see conduit between user 
interface #20 and valve #19) disposed between, and in operative association with, said 
means to move said ambient air and means directly associated with the user of said 
apparatus through which air is provided to a user of said apparatus. 
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The difference between Bartels & Riger and claim 1 is means adapted to move said 
ambient air into said filter system, through said filter medium in said filter system and 
thence into operative relationship with a user of the apparatus. 

Hubner, in a breathing apparatus, teaches a blower (1 ,4-6) adapted to move said 
ambient air into said filter system, through said filter medium in said filter system and 
into operative relationship with a user of the apparatus for the purpose of overcoming 
fluid flow resistance of the filter medium thereby relieving a user from having to expend 
an inordinate amount of energy in an effort to draw breathable air through the filter 
medium (col. 7, lines 25-32). 

It would have been obvious to modify the breathing apparatus of Bartels & Rieger to 
include a blower to move ambient air through the filter medium because it would have 
overcome the fluid flow resistance of the filter medium thereby relieving a user from 
having to expend an inordinate amount of energy in an effort to draw breathable air 
through the filter medium as taught by Hubner. As to the recited intended result of "such 
that a user can determine whether to breathe cleaned air or pressurized air", Hubner 
also teaches a sensor (7, 7a-7e) adapted to determine whether air emerging from said 
filter system is safely breathable; and a signal generator (11-13) operatively associated 
with said sensor, adapted to generate a signal indicative of whether said air emerging 
from said filter system is safely breathable (col.1, lines 55-68; col. 4, lines 38-50). 

As to claim 3, said facemask of Bartels (see abstract) is adapted to establish and 
maintain a seal with the face of said user so ms to isolate at least the nose and mouth 
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of said user from ambient air, and adapted to maintain said seal under conditions of 
positive pressure within said facemask inasmuch as it is intended for use by firefighters. 

As to claim 4, Bartels & Rieger (see figure) discloses a first conduit means between 
said tank (1 1 ) and said face mask (see abstract), second conduit means between said 
filter/decontamination means (21) and said face mask, and valving means (19,191) 
operatively associate with said conduit means adapted to control the flow of cleaned air 
from said filter/decontamination means or air from said tank to said user. 

As to claim 5, the junction between conduit (20) at valve (19) where the first and 
second conduits of Bartels & Rieger come together is readable upon a plenum 
chamber. 

7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bartels & 
Riger as applied to claims 1 ,3-5 above, and further in view of O'Connor ('951 ). 

The difference between Bartels & Rieger as modified by Hubner and claim 2 is plural 
filter/decontamination elements. * 

O'Connor, in a breathing apparatus, teaches plural filter/decontamination elements 
(1 1 and col. 3, lines 30-42) for the purpose of increasing the filtering efficiency of the 
breathing device. 

It would have been obvious to further modify the filter/decontamination element of 
Bartels & Rieger to include plural filter/decontamination elements because it would have 
increased the filtering efficiency of the breathing device as taught by O'Connor. 
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8. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bartels & 
Rieger as applied to claims 1 ,3-5 above, and further in view of Hilton et al. (EP 0 241 
188A1). 

The difference between Bartels & Rieger as modified by Hubner and claim 6 is a one 
way exhaust valve means associated with the face mask. 

Hilton et al., in a breathing apparatus, teach a one way exhaust valve means (4) 
associated with the face mask fc| the purposejjpf venting exhaled gases within the face 
mask to the ambient without compromisjng the|seal between the face mask and a 



wearer's face while working in a noxious environment (page 3, col.4, lines 14-18). 

It would have been obvious to modify the face mask of Bartels & Rieger to include a 
one way exhaust valve means associated therewith because it would have provided a 
means for venting exhaled gases within the face mask to the ambient without 
compromising the seal between the face mask and a wearer's face while working in a 
noxious environment as taught by Hilton et al.. 



9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The balance of the art is cited to show relevant breathing 
devices. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AARON J. LEWIS whose telephone number is (571) 
272-4795. The examiner can normally be reached on 9:30AM-6:00PM M-F. 




Conclusion 
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If attempts to reach the examiner by teliphone are unsuccessful, the examiner's 



number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). /■> 
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